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Detailed Action 

Claims 1-20 are pending in this application. This is a response to the RCE filed 
on 3/1 1/05. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As per claim 1-20, recites the limitation, "the state of references by a user to Web 
sites", it is unclear what the applicant means. Does the applicant mean that the user is 
monitoring the websites? or Does the applicant mean the user access the website in 
which the monitoring section monitors the state of references of those websites? 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1,2,19,20 are rejected under 35 U.S.C. 102(e) as being anticipated by 
US Patent 5,933,604 issued to Inakoshi. 

As per claim 1, Inakoshi teaches an apparatus for managing addresses of Web 
sites, comprising: an address list containing addresses of Web sites(fig.19, element 60); 
a monitoring section monitoring the state of references by a user to Web 
sites(col.2,lines 5-9); and an updating section updating the contents of said address list 
according to the state of references by a user monitored by said monitoring 
section(col.2,lines 5-13). 

As per claim 2, an apparatus for managing addresses of Web sites according to 
Claim 1 , further comprising a connection section accessing to an address contained in 
said address list in case the address is designated(fig.19). 

Claim 19 is of the same scope as claim 1. Claim 1 recites an apparatus while 
claim 19 recites a method, therefore is rejected based on the same rationale (see claim 
1 rejection). 

Claim 20 is of the same scope as claim 1 . Claim 1 recites an apparatus while 
claim 20 recites a recording medium, therefore is rejected based on the same rationale 
(see claim 1 rejection). 

Claims 1,2,19,20 are rejected under 35 U.S.C. 102(e) as being anticipated by US 
Patent 6,055,570 issued to Nielsen. 
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As per claim 1 , Nielsen teaches an apparatus for managing addresses of Web 
sites, comprising: an address list containing addresses of Web sites(Fig.7); a monitoring 
section monitoring the state of references by a user to Web sites( Abstract, col. 4, line 60- 
col.5, line 20); and an updating section updating the contents of said address list 
according to the state of references by a user monitored by said monitoring 
section(Abstract,col.4, line 60-col.5, line 20). 

As per claim 2, an apparatus for managing addresses of Web sites according to 
Claim 1, further comprising a connection section accessing to an address contained in 
said address list in case the address is designated(Fig.7, col. 5, lines 60-col.6, line 5). 

Claim 19 is of the same scope as claim 1. Claim 1 recites an apparatus while 
claim 19 recites a method, therefore is rejected based on the same rationale (see claim 
1 rejection). 

Claim 20 is of the same scope as claim 1 . Claim 1 recites an apparatus while 
claim 20 recites a recording medium, therefore is rejected based on the same rationale 
(see claim 1 rejection). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 3-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent 5,933,604 issued to Inakoshi in view of US Patent 6,631 ,496 issued to Li et al. 
(Li). 

Inakoshi teaches all the limitations of claim 1, however does not teach as per 
claim 3, an apparatus for managing addresses of Web sites according to Claim 1 , 
wherein said monitoring section records the frequency of access to the address of each 
Web site as a content of said state of references, and said updating section adds, to 
said address list, an address with an access frequency reached to a predetermined 
threshold value. 

Li teaches an apparatus for managing addresses of Web sites wherein said 
monitoring section records the frequency of access to the address of each Web site as 
a content of said state of references, and said updating section adds, to said address 
list, an address with an access frequency reached to a predetermined threshold 
value(fig 19). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify the apparatus of Inakoshi, the monitoring system to 
add wherein said monitoring section records the frequency of access to the address of 
each Web site as a content of said state of references, and said updating section adds, 
to said address list, an address with an access frequency reached to a predetermined 
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threshold value as taught by Li, in order to allow a user to build and organize a large 
collection of bookmarks(col.1 Jines 53-55). 

One ordinary skilled in the art at the time of the invention would combine 
Inakoshi, and Li to provide a system to keep track of websites that the user has 
bookmarked. 

As per claim 4, an apparatus for managing addresses of Web sites according to 
Claim 1 , wherein said monitoring section records the frequency of access to the 
address of each Web site as a content of said state of references, and said updating 
section deletes, from said address list, any of the addresses in said address list with an 
access frequency lower than a predetermined threshold value(Li, col.1 1 Jines 29- 
34). Motivation to combine set forth in claim 3. 

As per claim 5, an apparatus for managing addresses of Web sites according to 
Claim 1 , wherein, if the number of times access failure has occurred with respect to one 
of the addresses contained in said address list becomes equal to a predetermined 
threshold value, said updating section deletes the address from said address list(Li, 
fig. 19). Motivation to combine set forth in claim 3. 

As per claim 6, an apparatus for managing addresses of Web sites according to 
Claim 3, wherein the access frequency with respect to each of the Web sites is updated 
each time access to the Web site results in success, and wherein, when the access 
frequency is updated, said updating section makes a determination whether or not the 
access frequency has reached the predetermined threshold value(Li, fig. 19). Motivation 
to combine set forth in claim 3. 
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As per claim 7, an apparatus for managing addresses of Web sites according to 
Claim 5, wherein said updating section has a line is connected for reference to the Web 
sites, and wherein, if no input is supplied over a predetermined time period with respect 
to reference to any of the Web sites, said updating section tries to access each of the 
addresses contained in said address list, and deletes the address from said address list 
if the number of times failure has occurred continuously becomes equal to a 
predetermined threshold value by failure of said trial(Li, fig. 19,). Motivation to combine 
set forth in claim 3. 

As per claim 8, an apparatus for managing addresses of Web sites according to 
Claim 1 , further comprising a supply section supplying a user with a setting window to 
enable the user to set the predetermined threshold value(Li, fig. 16 and 19, col. 14, lines 
30-34). Motivation to combine set forth in claim 3. 

Claims 9, 1 0, 1 1 are of the same scope as claim 8, therefore are rejected based 
on the same rationale(see claim 8 rejection). Motivation to combine set forth in claim 3. 

As per claim 12, an apparatus for managing addresses of Web sites according to 
Claim 1 , wherein said updating section is activated when an operating system 
controlling said address management apparatus is activated(Li, col.3,lines 3-5). 
Motivation to combine set forth in claim 3. 

Claims 1 3 and 14 are of the same scope as claim 12, therefore are rejected 
based on the same rationale (see claim 12 rejection). Motivation to combine set forth in 
claim 3. 
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As per claim 15, an apparatus for managing addresses of Web sites according to 
Claim 1 , wherein the access frequency is the number of occurrences of access in a unit 
number of days, and said updating section is activated when the date is changed(Li, 
fig. 19). Motivation to combine set forth in claim 3. 

Claims 16 and 17 are of the same scope as claim 15, therefore are rejected 
based on the same rationale as claim 15(see claim 15 rejection). Motivation to combine 
set forth in claim 3. 

As per claim 18, an apparatus for managing addresses of Web sites according to 
Claim 8, wherein said updating section is activated when the setting of the 
predetermined threshold value is changed by the user (Li, fig. 19). Motivation to combine 
set forth in claim 3. 

Claims 3-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent 6,055,570 issued to Nielsen in view of US Patent 6,631 ,496 issued to Li et al. 
(Li). 

Nielsen teaches all the limitations of claim 1, however does not teach as per 
claim 3, an apparatus for managing addresses of Web sites according to Claim 1, 
wherein said monitoring section records the frequency of access to the address of each 
Web site as a content of said state of references, and said updating section adds, to 
said address list, an address with an access frequency reached to a predetermined 
threshold value. 
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Li teaches an apparatus for managing addresses of Web sites, wherein said 
monitoring section records the frequency of access to the address of each Web site as 
a content of said state of references, and said updating section adds, to said address 
list, an address with an access frequency reached to a predetermined threshold 
value(fig 19). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify the apparatus of Nielsen, the monitoring system to 
add wherein said monitoring section records the frequency of access to the address of 
each Web site as a content of said state of references, and said updating section adds, 
to said address list, an address with an access frequency reached to a predetermined 
threshold value as taught by Li, in order to allow a user to build and organize a large 
collection of bookmarks(col.1, lines 53-55). 

One ordinary skilled in the art at the time of the invention would combine Nielsen, 
and Li to provide a system to keep track of websites that the user has bookmarked. 

As per claim 4, an apparatus for managing addresses of Web sites according. to 
Claim 1 , wherein said monitoring section records the frequency of access to the 
address of each Web site as a content of said state of references, and said updating 
section deletes, from said address list, any of the addresses in said address list with an 
access frequency lower than a predetermined threshold value(Li, col. 1 1 .lines 29- 
34). Motivation to combine set forth in claim 3. 

As per claim 5, an apparatus for managing addresses of Web sites according to 
Claim 1 wherein, if the number of times access failure has occurred with respect to one 
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of the addresses contained in said address list becomes equal to a predetermined 
threshold value, said updating section deletes the address from said address 1151(11, 
fig. 19). Motivation to combine set forth in claim 3. 

As per claim 6, an apparatus for managing addresses of Web sites according to 
Claim 3, wherein the access frequency with respect to each of the Web sites is updated 
each time access to the Web site results in success, and wherein, when the access 
frequency is updated, said updating section makes a determination whether or not the 
access frequency has reached the predetermined threshold value(Li, fig. 19). Motivation 
to combine set forth in claim 3. 

As per claim 7, an apparatus for managing addresses of Web sites according to 
Claim 5, wherein said updating section has a line is connected for reference to the Web 
sites, and wherein, if no input is supplied over a predetermined time period with respect 
to reference to any of the Web sites, said updating section tries to access each of the 
addresses contained in said address list, and deletes the address from said address list 
if the number of times failure has occurred continuously becomes equal to a 
predetermined threshold value by failure of said trial(Li, fig. 19,). Motivation to combine 
set forth in claim 3. 

As per claim 8, an apparatus for managing addresses of Web sites according to 
Claim 1 , further comprising a supply section supplying a user with a setting window to 
enable the user to set the predetermined threshold value(Li, fig. 16 and 19, col. 14, lines 
30-34). Motivation to combine set forth in claim 3. 
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Claims 9, 10, 11 are of the same scope as claim 8, therefore are rejected based 
on the same rationale(see claim 8 rejection). Motivation to combine set forth in claim 3. 

As per claim 12, an apparatus for managing addresses of Web sites according to 
Claim 1 , wherein said updating section is activated when an operating system 
controlling said address management apparatus is activated(Li, col.3,lines 3-5). 
Motivation to combine set forth in claim 3. 

Claims 13 and 14 are of the same scope as claim 12, therefore are rejected 
based on the same rationale (see claim 12 rejection). Motivation to combine set forth in 
claim 3. 

As per claim 15, an apparatus for managing addresses of Web sites according to 
Claim 1 , wherein the access frequency is the number of occurrences of access in a unit 
number of days, and said updating section is activated when the date is changed(Li, 
fig. 19). Motivation to combine set forth in claim 3. 

Claims 16 and 17 are of the same scope as claim 15, therefore are rejected 
based on the same rationale as claim 15(see claim 15 rejection). Motivation to combine 
set forth in claim 3. 

As per claim 18, an apparatus for managing addresses of Web sites according to 
Claim 8, wherein said updating section is activated when the setting of the 
predetermined threshold value is changed by the user (Li, fig. 19). Motivation to combine 
set forth in claim 3. 

Response to Arguments 
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Applicant's arguments filed 3/1 1/05 have been fully considered but they are not 
persuasive. 

The applicant argues that Inakoshi does not teach, "a monitoring section 
monitoring the state of references by a user to a website." The examiner disagrees, 
Inakoshi teaches, col. 4, lines 31-38, that "resource on the communication network is the 
target of monitoring is specified at the time of the user request. The monitoring request 
from the user is sent from the management unit to the monitoring unit." This clearly 
teaches "a monitoring section monitoring the state of references by a user to a website". 
This user is requesting a website to be monitored by the monitoring section. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., reference can be a connection or access to a website by the user) are not recited in 
the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns } 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Backhean Tiv whose telephone number is (571 )272- 
3941 . The examiner can normally be reached on 9 A.M.-12 P.M. and 1 -6 P.M. 
Monday-Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Zarni Maung can be reached on (571 ) 272-3939. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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